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Response to Arguments 

1 . Applicant's arguments filed February 2, 2009 have been fully considered but they are not 
persuasive. 

Claim Rejections - 35 U.S.C. §101 

2. Applicant states, "Applicant traverses the rejection and assert that the rejection fails to 
provide any legal support for the conclusions it draws upon, and thus, also fails to make much of 
a prima facie case based on any evidence. Applicant requests that the Examiner provide clear 
support for the legal conclusions upon which the rejection is based" (see Remarks, page 6, fourth 

full paragraph, filed February 2, 2009). 

3 . The Examiner respectfully notes, USPTO personnel are to give claims their broadest 
reasonable interpretation in light of the supporting disclosure. In re Morris . 127 F.3d 1048, 
1054-55, 1054-55, 44 USPQ2d 1023, 1027-28 (Fed. Cir. 1997). Where an explicit definition is 
provided by the applicant for a term, that definition will control interpretation of the term as it is 
used in the claim. Toro Co. v. White Consolidated Industries Inc. . 199 F.3d 1295, 1301, 53 
USPQ2d 1065, 1069 (Fed. Cir. 1999). 

4. 35 U.S.C. 101 defines four categories of inventions that Congress deemed to be the 
appropriate subject matter of a patent: processes, machines, manufactures and compositions of 
matter. The latter three categories define "things" or "products" while the first category defines 
"actions" (i.e., inventions that consist of a series of steps or acts to be performed). However, 
federal courts have held that 35 U.S.C. 101 does have certain limits. The subject matter courts 
have found to be outside of, or exceptions to, the four statutory categories of invention is limited 
to abstract ideas, laws of nature and natural phenomena. These three exclusions recognize that 
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subject matter that is not a practical application or use of an idea, a law of nature or a natural 
phenomenon is not patentable. See, e.g., Rubber-Tip Pencil Co. v. Howard , 87 U.S. (20 Wall.) 
498, 507 (1874) ("idea of itself is not patentable, but a new device by which it may be made 
practically useful is"). 

5. A claim reciting only a musical composition, literary work, compilation of data, 
>signal,< or legal document (e.g., an insurance policy) per se does not appear to be a process, 
machine, manufacture, or composition of matter. >See, e.g.. In re Nuitjen . Docket no. 2006- 
1371 (Fed. Cir. Sept. 20, 2007)(slip. op. at 18)("A transitory, propagating signal like Nuitjen's is 
not a 'process, machine, manufacture, or composition of matter.' . . . Thus, such a signal cannot 
be patentable subject matter.").< 

6. When nonfimctional descriptive material is recorded on some computer-readable 
medium, in a computer or on an electromagnetic carrier signal, it is not statutory since no 
requisite functionality is present to satisfy the practical application requirement. Merely 
claiming nonfunctional descriptive material, i.e., abstract ideas, stored on a computer-readable 
medium, in a computer, or on an electromagnetic carrier signal, does not make it statutory. See 
> Diamond v.< Diehr . 450 U.S. *>175,< 185-86, 209 USPQ *>!,< 8 (noting that the claims for 
an algorithm in Benson were unpatentable as abstract ideas because "[t]he sole practical 
application of the algorithm was in connection with the programming of a general purpose 
computer."). Hence, when nonfunctional descriptive material is recorded on some computer- 
readable medium, in a computer or on an electromagnetic carrier signal, it is not statutory and 
should be rejected under 35 U.S.C. 101. 
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7. Turning to the present case, independent Claim 13 and its dependent Claims 14-17 are 
directed to a computer readable medium. The term "computer readable medium" is a broad term 
and is considered by those of ordinary skill in the art to have a variety of meanings. However, 
Applicant has defined the term on page 19, lines 12-14 of the specification. As noted above, 
where an explicit definition is provided by Applicant for a term, that definition will control 
interpretation of the term as it is used in the claim. Applicant defines "computer readable 
medium" as "a floppy disk, a CD ROM, a carrier wave, or even a transmission over the internet." 
As one of ordinary skill in the art, the Examiner respectfully notes "a carrier wave" is a form of 
an electromagnetic signal and "transmission over the internet" must be performed via use of an 
electromagnetic signal. Thus, as stated above, such a signal cannot be patentable subject matter. 

8. Furthermore, it is respectfully submitted that Examiners are to give claims their broadest 
reasonable interpretation in light of the supporting disclosure. As a result, the Examiner cannot 
arbitrarily choose a statutory-type of computer readable medium, as being the computer readable 
medium required by Claim 13, from among the statutory and non-statutory media listed. 
Therefore, since Claims 13-17 are directed to nothing more than an abstract idea, they are not 
eligible for patent protection. Accordingly, the Examiner maintains the 35U.S.C.§101of 
Claims 13-17. 

9. For further discussion of case law defining the line between eligible and ineligible subject 
matter, as well as a summary of improper tests for subject matter eligibility, see Annex II and 
Annex III of Interim Guidelines for Examination of Patent Applications for Patent Subject 
Matter Eligibilitv . 1300 Off. Gaz. Pat. Office 142 (Nov. 22, 2005)(Patent Subject Matter 
Eligibility Interim Guidelines). 
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Claim Rejections - 35 U.S.C. $103 

10. Applicant argues, "Dalton is introduced to allegedly disclose the use of an identifier 
representing 'identification data for use identifying specific image capturing device from which 
the image has been captured.' However, Dalton fails to remedy the deficiencies of Rambaldi and 
Mori at least in part due to failure to disclose all the limitations of claim 8, and that Dalton 
teaches away from claim 8" (see Remarks, page 8, first full paragraph, filed February 2, 2009). 

1 1 . Applicant additionally states, "Applicant has reiterated the previously presented 
arguments to the same combination of Rambaldi and Moil again presented and relied upon in the 
Final rejection. Applicant respectfully requests that the Examiner respond to all of the 
arguments presented" (see Remarks, page 8, third full paragraph, filed February 2, 2009). 

12. As stated in Final Rejection mailed October 10, 2008, Applicant's amendment (filed June 
30, 2008) necessitated the new grounds of rejection (at least the rejection of Claims 8-22 as 
being unpatentable over Rambaldi et al. in view of Mori et al. in further view of Dalton et al.) 
presented in the Office action. Therefore, the Office action was properly made final. See MPEP 
§ 706.07(a). As a result. Applicant's arguments, on page 6 of the Amendment filed June 30, 
2008, regarding the patentability of Claims 8-22 over Rambaldi et al. in view of Mori et al. were 
moot. 

1 3 . Furthermore, the Examiner respectfully notes one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co.. 800 F.2d 1091, 
231 USPQ 375 (Fed. Cir. 1986). However, in response to the Final Rejection, Applicant has 
attempted to show nonobviousness by newly and individually arguing against Dalton, while 
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resubmitting the previous arguments regarding the combination Rambaldi and Moil. Applicant 
must show nonobviousness by arguing against the combination of Rambaldi et al. in view of 
Mori et al. in further view of Dalton et al. Applicant is reminded the test for obviousness is what 
the combined teachings of the references would have suggested to those of ordinary skill in the 
art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). For this reason, the Examiner 
maintains the 35 U.S.C. §103 of Claims 8-22. 



Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Justin P Misleh whose telephone number is 571.272.7313. The 
Examiner can normally be reached on Monday through Friday from 8:00 AM to 5:00 PM. 

If attempts to reach the Examiner by telephone are unsuccessftil, the Examiner's 
supervisor, David Ometz can be reached on 571 .272.7593. The fax phone number for the 
organization where this application or proceeding is assigned is 571.273.8300. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
/Justin P. Misleh/ 

Primary Examiner, Group Art Unit 2622 
March 4, 2009 



